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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 
(1) 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 .1 14, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on October 20, 2006 has been entered. 

Claim Rejections - 35 USC § 103 

(2) 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

(3) 

Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
admitted prior art in view of WO 93/08084, JP 60-28459 Abstract, Yamaguchi et al. 5,200,253, 
Catena et al. 5,658,968 and Culbertson et al. 4,571,363. 

The admitted prior discloses that a typical holographic film structure for packaging 
comprises an organic solvent based lacquer applied to a polyester (PET) film, the lacquer 
embossed, a metallic layer, typically aluminum, applied to the embossed lacquer, the polyester 
film laminated to other films and the structure printed (pg. 1-2). The admitted prior art does not 
disclose that the organic solvent based lacquer is acrylic based applied with toluene, butyl acetate 
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or ketone solvent or disclose printing the metallic layer by first applying a water based primer of 
acrylic compounds then an organic solvent based ink of colored ink having ethanol as a solvent 
and white ink having ethyl acetate as a solvent. 

WO 93/08084 teaches that the aluminum layer of flexible packaging material is applied 
by vapor deposition or sputtering. WO '084 further teaches that in making packaging material 
with holographic pattern by embossing a thermoplastic layer formed on a plastic film substrate, 
the thermoplastic layer may comprise an acrylic which softens and can be embossed under light 
pressure and can applied as a solvent-based lacquer using solvent free of toluene or 
methylethylketone and a suitable solvent such as ethylacetate or with a solvent such that after 
drying the thermoplastic layer contains no more than 10 mg per square meter of retained toluene 
or methylethylketone. WO 93/08084 further teaches that printing is applied to the aluminum film 
applied to the embossed thermoplastic layer and teaches that the printing is protected by a layer 
of varnish (pgs. 1-5). 

JP 60-28459 Abstract (JP '459) teaches that solvents for acrylic lacquer include ethyl 
acetate and butyl acetate as well as toluene and methyethyl ketone). 

Yamaguchi et al. teaches that for holographic sheet used for packaging and provided with 
a reflecting layer of aluminum, printing and protective varnish layer, a primer layer of lacquer is 
provided between the reflecting metal layer and the protective layer (varnish layer) to insure 
better adhesion therebetween. The ink layer (printing) may be provided on the surface of the 
primer layer (col. 18, lines 4-17). 

Catena et al. teach that solvent-borne flexible packaging printing inks are widely used to 
print a wide variety of substrates such as plastic films and aluminum foils because they offer 
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economy, versatility, quality and simplicity. Catena et al. teach printers and packagers prefer 
water-borne primers and teach that the ink should be formulated to have increased water-borne 
primer compatibility. Catena et al. teach that solvents for the printing ink can be selected from 
alkanols such as ethanol, acetates such as ethyl acetate or mixtures thereof (col. 1, lines 10-50, 
col. 2, lines 57-61, col. 3, lines 24-31). 

Culbertson et al. teach that a primer for such use as for packaging material for improved 
adhesion to organic solvent based inks comprises an aqueous dispersion of acrylic component 
and acrylate comonomer (col. 3, lines 12-68, col. 6, lines 45-52). 

It would have been obvious to one of ordinary skill in the art to have modified the 
method of the admitted prior art for making a holographic film structure for packaging by 
providing the organic solvent based lacquer on the polyester film as an acrylic lacquer, as taught 
by WO '084, as a solvent-based lacquer that can be applied to a plastic film substrate for 
subsequent embossing to make packaging material having a holographic pattern, the 
thermoplastic acrylic enabling embossing under light pressure. The use of an organic solvent- 
based acrylic lacquer in the method of the admitted prior art would have been obvious to one of 
ordinary skill in the art, as taught by WO 6 084, as a lacquer applied to a substrate for embossing 
for making packaging material with holographic pattern. 

Providing the organic solvent for the acrylic lacquer as butyl acetate would have been 
obvious to one of ordinary skill in the art, as WO '084 teaches that solvents such as ethyl acetate 
are suitable and JP '459 teaches that solvents for acrylic lacquer include ethyl acetate and butyl 
acetate. The use of butyl acetate instead of ethyl acetate would have been obvious to one of 
ordinary skill in the art as an acetate solvent that can be used for acrylic lacquer. Further, using 
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toluene or methylethyleketone (a ketone) as the solvent would have been obvious to one of 
ordinary skill in the art, as WO '084 suggests that these solvents can be used so long as after 
drying, the thermoplastic layer contains no more than 10 mg per square meter of retained toluene 
or methylethylketone. 

By providing the aluminum layer on the embossed layer by vapor deposition or 
sputtering, as taught by WO 6 084 as the methods used to apply an aluminum layer for packaging, 
an aluminum layer having pinholes is obviously formed. 

It would have been obvious to one of ordinary skill in the art to have further modified the 
method of the admitted prior art for making packaging material with holographic film structure 
by applying printing and a protective varnish layer to the aluminum layer, as taught by WO '084, 
as applied to the aluminum film when making holographic packaging material. 

Providing a primer lacquer layer on the aluminum layer before applying the printing and 
protective varnish would have been obvious to one of ordinary skill in the art, as taught by 
Yamaguchi et al, to insure better adhesion between the aluminum layer and the protective 
varnish of the holographic sheeting used for packaging, and as taught by Culbertson et al., to 
improve adhesion to ink. 

It would have been obvious to one of ordinary skill in the art to have further provided the 
primer lacquer layer for improved adhesion to ink of a water solvent-based lacquer primer, as 
taught by Catena et al., as preferred by printers and packagers, and to have printed the primer 
with an organic solvent based packaging ink, as taught by Catena et al., as widely used to print a 
wide variety of substrates such as plastic films and aluminum foils because they offer economy, 
versatility, quality and simplicity. By applying a water based lacquer primer to the aluminum 
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film for better adhesion of the protective varnish and ink as suggested by Yamaguchi et al. and 
Culbertson et al, by providing the lacquer primer as water-based as preferred by printers and 
packagers as taught by Catena et al, and by providing the printing of a solvent-based ink as 
suggested by Catena et al, the references suggest making holographic packaging including the 
steps of applying a water solvent-based primer and an organic solvent-based printing ink onto a 
aluminum layer of holographic packaging, as claimed. Providing the water solvent-based primer 
between the aluminum layer and ink , as suggested, would obviously prevent solvent from the 
ink from migrating through the aluminum layer to the embossed acrylic lacquer, as claimed. 

It would have been obvious to one of ordinary skill in the art to have even further 
modified the method of the references as combined by providing the water-solvent based primer 
as an acrylic primer of acrylic component and acrylate comonomer (acrylic compounds), as 
taught by Culbertson et al., as primer used for packaging material for improved adhesion to 
organic solvent based inks. 

It would have been obvious to one of ordinary skill in the art to have further modified the 
method of the admitted prior art by providing the white and colored solvent based inks for 
printing as each comprising ethanol and ethyl acetate, as Catena et al. teach that solvent for 
printing ink can be a mixture of an alkanol such as ethanol and an acetate such as ethyl acetate. 
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Response to Arguments 

(4) 

Applicant's arguments filed October 20, 2006 have been fully considered but they are not 
persuasive. 

Applicant argues that there must be some teaching, suggestion or motivation to combine 
references. Applicant argues that none of the cited documents teaches or suggests the pin- 
hole/solvent migration/dissolution problem discovered by Applicants and the solution to such 
problem. 

(5) 

In response to applicant's argument that Applicants have recognized an unsuspected 
problem and a remedy to the problem, the fact that applicant has recognized another advantage 
which would flow naturally from following the suggestion of the prior art cannot be the basis for 
patentability when the differences would otherwise be obvious. See Ex parte Obiaya^ 227 
USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). With respect to the discovered aluminum layer 
penetration problem and using water-based primer, it is not necessary that the prior art suggest 
the combination to achieve the same advantage or result discovered by Applicant. Applicant may 

•have found that direct printing solvent-based ink onto an aluminum layer applied by vaporisation 

) 

leads to dissolution of a solvent-based lacquer and uses a water-based primer to prevent the 
dissolution. However, the use of primer on an aluminum layer of packaging and to which ink and 
a protective layer are applied is suggested by the 753 patent for insuring better adhesion. While 
primer is suggested for a different reason, the use of a primer on an aluminum layer of packaging 
and onto which is applied printing is the same as what Applicant has done. Applicant cannot rely 
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on the discovery of a problem for patentability if the subject matter as a whole suggests to do 
what Applicant has done, although for a different reason. 

The reason or motivation to modify the reference may often suggest what the inventor 
has done, but for a different purpose or to solve a different problem. It is not necessary that the 
prior art suggest the combination to achieve the same advantage or result discovered by 
applicant. See, e.g., In re Kahn, 441 F.3d 977, 987, 78 USPQ2d 1329, 1336 (Fed Cir. 2006). It is 
not necessary that the prior art suggest using water-based primer for the advantage of preventing 
solvent migration from ink as long as the prior art does suggest using water-based primer for 
some purpose or to solve some problem. 

Conclusion 

(6) 

All claims are drawn to the same invention claimed in the application prior to the entry of 
the submission under 37 CFR 1.1 14 and could have been finally rejected on the grounds and art 
of record in the next Office action if they had been entered in the application prior to entry under 
37 CFR 1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action 
after the filing of a request for continued examination and the submission under 37 CFR 1.114. 
See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 

(7) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin Curtis Mayes whose telephone number is 571-272-1234. 
The examiner can normally be reached on Mon-Fri 7:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on 571-272-1 187. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
Art Unit 1734 
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